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Art Unit: 1743 

DETAILED ACTION 
Drawings 

V 

1 . The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the 'excessive liquid 
receiving portion' recited in claim 5, the ' portion of the gap above a side wall of the 
recessed portion' recited in claim 3, the protrusion recited in claims 13, 18 and 30, and 
the spacer recited in claims 19 and 31 must be shown or the feature(s) canceled from 
the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the . Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 

» 

changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 



2 



Application/Control Number: 10/626,759 Page 3 

Art Unit: 1743 

the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 2-3, 5, 7, 9-19 and 26-29 are rejected under 35 U.S.C. 112, second 
paragraph, as being unclear for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claims 2 and 3 recite a gap 'so formed as to fill said liquid in said gap'. It is unclear 
what structure would provide for the claimed function. 

Claim 3 recites a portion of the gap 'just above a side wall of said recessed portion', 
which is not clear. 

Claim 5 recites: 'said plate member has an excessive liquid receiving portion for 
receiving therein an excessive part of said liquid". The structure of the portion, which 
would provide for receiving the liquid, is not set forth. It is unclear whether the portion 
coincides or not with the gap. 

Claim 7 recites 'means for holding said gap so as to allow said liquid to permeate said 
gap due to capillarity while preventing said liquid from entering said recessed portion 1 . 
The above mentioned 'means for holding* are not clearly identified in the specification. 
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Claim 9 recites: 'said plate member having an adhesive relief portion which is formed 
around said bonded surface so as to be recessed from said bonded surface, and said 
gap being formed between said bonded surface and said lid member so as to allow said 
adhesive to permeate said gap due to capillarity'. It is not clear whether the 'relief 
portion' coincides with the gap. 

Claims 14-19 and 26-29 recite 'spacer protrusions' shown in the drawings as openings, 
Since no distinct definition for the term is provided in the specification, clarification is 
requested. 

Claims 14-19 and 26-29 include the expression underlined below: 'a plate assembly as 
set forth in claim 9, wherein at least one of said bonded surface ( of said plate member 
and said lid member has a spacer protrusion which contacts the other of said bonded 
surface of said plate member and said lid member to form said gap between said 
bonded surface of said plate member and said lid member ...', which is unclear, 
clarification is requested. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1-4 and 6-8 are rejected under 35 U.S.C. 102(b) as anticipated 
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by any of Vaganov (US 6406636), Zhao et al. (US 20020079219), or Anderson et al. 
(US 20020022261). 

Vaganov teaches microstructures formed by planar members (wafers) bonded together 
by various means (including adhesive bonding). "The bonding material fills the cavities 
in the microstructures... In some cases the bonded surfaces include spacers which 
define a precisely defined distance between the two wafers, thus providing an exactly 
specified thickness of the bonding material "(Abstract). As shown in Figure 28 below, 
the upper plate / 'lid' 200 covers the lower plate 202 which has a central recessed 
portion between two gaps 'formed between the plate member and the lid member'. 



210 




FIG. 28 



With respect to claims 4 and 6, Vaganov discloses, as illustrated in Figure 31, holes 
242 and 246 formed in the cover for introducing adhesives. 
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242 



2S8 2 / 4 *V 246 




FIG. 31 



Zhao discloses micro-flu id ic devices of various structures for conducting electrophoresis 
As shown in Figure 4A, substrate 202 comprises channel 210 ['recessed area' - Ex.] 
and grooves 204 ['gaps' - Ex.]. The substrate is bonded to the lid 208 with adhesives 
(See [0092], [0089]). 



-208 



-206 




21 



FIG. 4A 

Figure 2 illustrates holes in the lid communicating with the recessed area 
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Fl(L2 



Anderson discloses multi-layer micro-structures, the layers being bonded with 
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adhesives. One of the embodiments shown in Figures 44A, 44 B comprises a cartridge / 
plate 5520 having a plurality of chambers ['recesses' and 'gaps' - Ex.] 5510 and a 
coverslip 5530 having inlet and outlet holes 5532 and 5534 communicating with the 
chambers. -(See [-342], [0152]). 



5520 




5510 5530 5510 




5500 



5540 



FIG, 44A 

With respect to claim 2, no further structural limitations are recited in the claim. 



The functional language in the apparatus claims is not accorded any patentable weight. 



Claim Rejections - 35 USC § 103 



6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 
nonobviousness. 

8. Claims 5 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over any of Vaganov, Zhao, or Anderson. 

With respect to claim 5, although Vaganov, Zhao, or Anderson do not teach 'an 
excessive liquid receiving portion' (in accordance with the Examiner's assumption that 
this portion is an additional recess communicating with other recesses), the 
aforementioned elements are well known, and it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to have employed such 
portions for removing excessive liquids. 

Referring to claim 20, although Vaganov, Zhao, or Anderson do not specify the 
liquid to be a filler, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have employed such fillers for filling the empty cavities 
in order to protect the surface of the structures. 

Allowable Subject Matter 
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9. Claims 21-25 and 30-31 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

The prior art does not teach, or fairly suggest a plate assembly having an 
adhesive surface surrounding recessed portions, as recited in claim 21. 

10. Claims 9-19 and 26-29 would be allowable if rewritten to overcome the 
rejection(s) under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action and to 
include all of the limitations of the base claim and any intervening claims. 

The prior art does not teach, or fairly suggest a plate assembly having an adhesive 
surface surrounding recessed portions, as recited in claims 9 and 21. 

Conclusion 

* 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Natalia Levkovich whose telephone number is 571-272- 
2462. The examiner can normally be reached on Mon-Fri, 8 a.m. -4p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on 571-272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



CuM^tuA 

piWarden 
Super/gory Patent Examiner 
Tecnsrology Center 1 700 
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